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Applicant appreciates the acknowledgment by the Examining Attorney that the amendment to the
services listed for International Class 042 and substitute specimen submitted for International Class 042
have satisfied requirement of the earlier office action.
 
The office action maintains that there is a likelihood of confusion between Applicant’s mark and the
cited mark because the term WEB INTELLIGENCE is the dominant feature of the two marks and the
goods sold under the marks are related.  Applicant respectfully requests reconsideration.
 
The office action indicates that there is potential confusion between the cited mark and Applicant’s
mark because the goods sold under the two marks are related.  The Examining Attorney indicated that
the goods associated with the cited mark overlap those of Applicant’s goods because the Registrant’s
goods are not limited to the “surface web.”   However, the Registrant’s goods are limited to
“information stored in relational databases,” which is the same as the “surface web.”
 
The Examining Attorney also maintains that Applicant’s mark of DEEP WEB INTELLIGENCE is
merely Registrant’s WEB INTELLIGENCE mark with the simple addition of a descriptive term. 
However, as previously presented by Applicant and further clarified below, the customers of both the
Registrant and Applicant understand that the term DEEP WEB has a completely different connotation
than WEB with a simple modifier.
 
A. Applicant's Goods and Services Are Distinct From the Goods of the Cited Mark.
 
While Applicant’s goods and Registrant’s goods may be complementary or related, the Office Action
misses a significant point.  Applicant’s goods and services are expressly limited to the “ Deep Web.”  
Registrant’s goods are expressly limited to “ relational databases.”   These areas of the internet are
exclusive to one another.  Applicant’s goods and services are used for searching data not found in
relational databases.
 
Attached is a whitepaper written by the CEO of Applicant published in March 2013 that explains the
significant difference between searching relational databases versus searching the Deep Web.  Contrary
to the assertion in the office action that the Registrant’s mark is not limited to the “surface web,” the



goods are expressly limited “relational databases,” i.e., structured content or, as previously noted, “the
surface web.”
 
The goods and services of the parties need not be identical or directly competitive to find a likelihood of
confusion.  However, they need be related in some manner, or the conditions surrounding their
marketing be such, that they could be encountered by the same purchasers under circumstances that
could give rise to the mistaken belief that the goods and services come from a common source.  In re
Martin’s Famous Pastry Shoppe, Inc., 748 F.2d 1565, 223 U.S.P.Q. 1289 (Fed. Cir. 1984); In re
Corning Glass Works, 229 U.S.P.Q. 65 (T.T.A.B. 1985); In re Rexel Inc., 223 U.S.P.Q. 830 (T.T.A.B.
1984); Guardian Products Co., Inc. v. Scott Paper Co., 200 U.S.P.Q. 738 (T.T.A.B. 1978); In re
International Telephone & Telegraph Corp., 197 U.S.P.Q. 910 (T.T.A.B. 1978).  As outlined in the
attached whitepaper, Applicant’s goods and services are utilized by military, intelligence, and law
enforcement agencies for mining information beyond that available via search engines used with
Registrant’s goods.   Therefore, it is submitted that confusion is unlikely.
 
B. Cited Marks are Not Distinctive.
 
Another factor that supports the fact that there is no likelihood of confusion is the fact that there are
several marks using the term WEB that have been deemed allowable over each other.  Attached is the
first page of the results for current registrations using the term WEB in International Class 009 showing
there are 724 such registrations.  As stated by J. Thomas McCarthy, the noted trademark authority in his
well-known treatise Trademarks and Unfair Competition, Fourth Edition, Volume 2, § 11.85:
 

A mark that is hemmed in on all sides by similar marks on similar goods cannot
be very “distinctive.” It is merely one of a crowd of marks. In such a crowd,
customers will not be likely to be confused between any two of the crowd.  In
such a crowd, customers will not likely be confused between any two of the
crowd and may have learned to carefully pick out one from the other.

 
Not only are there numerous registrations in International Class 009 for WEB, but there are examples of
what the Examining Attorney contends is a “modifier” used with another mark.  Attached are
summaries of U.S. Registration No. 3642023 for THE SOCIAL WEB BROWSER and U.S.
Registration No. 4303507 for WEB BROWSER, both in International Class 009.
 
The basic factor in the analysis is whether the relevant purchasing public is likely to be confused
by the use of the Applicant’s mark.   Whereas, herein, there are a number of similar marks for
related goods, that the public is not likely to associate the Applicant’s product bearing the
mark WEB INTELLIGENCE with the Registrant’s mark or the other WEB above.
 
C. Applicant’s and Registrant’s Respective Customers are Sophisticated and Discerning .
 
In further support of registration, Applicant notes that the sophistication of the buyer is an important
factor in the likelihood of confusion analysis.  In Mead Data Central. Inc. v. Toyota Motor Sales USA.
Inc., 9 U.S.P.Q. 2d 1442, 1449 (S.D. N.Y.), the Court elaborated on the importance of this factor to the
likelihood of confusion analysis, saying that “typically, sophistication of the buyer is a factor that will
weigh against finding a likelihood of confusion.”  As noted above, Applicant’s customers are
sophisticated, informed purchasers of the military, intelligence, and law enforcement community
seeking information that is not found on the surface web.  Registrant’s customers seek business data in
relational databases (see attached brochure of Registrant’s product).   It is likely that consumers of
companies that use relational database searching would not be involved in unstructured data searching



or, if so, would understand the differences in such services.
 
Given the parties’ respective clientele, it is clear that confusion is not likely because Applicant’s
customers are sophisticated enough to distinguish between Applicant’s mark and Registrant’s mark.  
Further, Applicant’s mark and the cited mark are not likely to be encountered by the same customers
because of the Applicant’s specialty field of trade.  Considering these facts, Applicant submits that
confusion is not likely.
 
The basic factor in the analysis is whether the relevant purchasing public is likely to be confused by the
use of Applicant’s mark.  Due to the sophistication of Applicant’s and Registrant’s customers and the
exclusivity of the goods for which the marks apply, there is no likelihood of confusion.
 
Applicant accordingly submits that the objections should be withdrawn and its mark approved for
publication.  The Examiner is invited to telephone the undersigned if the Examiner believes it would be
useful to advance prosecution.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85561168 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Applicant appreciates the acknowledgment by the Examining Attorney that the amendment to the services
listed for International Class 042 and substitute specimen submitted for International Class 042 have
satisfied requirement of the earlier office action.
 
The office action maintains that there is a likelihood of confusion between Applicant’s mark and the cited
mark because the term WEB INTELLIGENCE is the dominant feature of the two marks and the goods
sold under the marks are related.  Applicant respectfully requests reconsideration.
 
The office action indicates that there is potential confusion between the cited mark and Applicant’s mark
because the goods sold under the two marks are related.  The Examining Attorney indicated that the goods
associated with the cited mark overlap those of Applicant’s goods because the Registrant’s goods are not
limited to the “surface web.”   However, the Registrant’s goods are limited to “information stored in
relational databases,” which is the same as the “surface web.”
 
The Examining Attorney also maintains that Applicant’s mark of DEEP WEB INTELLIGENCE is
merely Registrant’s WEB INTELLIGENCE mark with the simple addition of a descriptive term. 
However, as previously presented by Applicant and further clarified below, the customers of both the
Registrant and Applicant understand that the term DEEP WEB has a completely different connotation than
WEB with a simple modifier.
 
A. Applicant's Goods and Services Are Distinct From the Goods of the Cited Mark.
 
While Applicant’s goods and Registrant’s goods may be complementary or related, the Office Action
misses a significant point.  Applicant’s goods and services are expressly limited to the “ Deep Web.”  
Registrant’s goods are expressly limited to “ relational databases.”   These areas of the internet are
exclusive to one another.  Applicant’s goods and services are used for searching data not found in
relational databases.
 
Attached is a whitepaper written by the CEO of Applicant published in March 2013 that explains the
significant difference between searching relational databases versus searching the Deep Web.  Contrary to
the assertion in the office action that the Registrant’s mark is not limited to the “surface web,” the goods
are expressly limited “relational databases,” i.e., structured content or, as previously noted, “the surface
web.”
 
The goods and services of the parties need not be identical or directly competitive to find a likelihood of
confusion.  However, they need be related in some manner, or the conditions surrounding their marketing
be such, that they could be encountered by the same purchasers under circumstances that could give rise to
the mistaken belief that the goods and services come from a common source.  In re Martin’s Famous
Pastry Shoppe, Inc., 748 F.2d 1565, 223 U.S.P.Q. 1289 (Fed. Cir. 1984); In re Corning Glass Works, 229
U.S.P.Q. 65 (T.T.A.B. 1985); In re Rexel Inc., 223 U.S.P.Q. 830 (T.T.A.B. 1984); Guardian Products



Co., Inc. v. Scott Paper Co., 200 U.S.P.Q. 738 (T.T.A.B. 1978); In re International Telephone &
Telegraph Corp., 197 U.S.P.Q. 910 (T.T.A.B. 1978).  As outlined in the attached whitepaper, Applicant’s
goods and services are utilized by military, intelligence, and law enforcement agencies for mining
information beyond that available via search engines used with Registrant’s goods.  Therefore, it is
submitted that confusion is unlikely.
 
B. Cited Marks are Not Distinctive.
 
Another factor that supports the fact that there is no likelihood of confusion is the fact that there are
several marks using the term WEB that have been deemed allowable over each other.  Attached is the first
page of the results for current registrations using the term WEB in International Class 009 showing there
are 724 such registrations.  As stated by J. Thomas McCarthy, the noted trademark authority in his well-
known treatise Trademarks and Unfair Competition, Fourth Edition, Volume 2, § 11.85:
 

A mark that is hemmed in on all sides by similar marks on similar goods cannot be
very “distinctive.” It is merely one of a crowd of marks. In such a crowd,
customers will not be likely to be confused between any two of the crowd.  In such
a crowd, customers will not likely be confused between any two of the crowd and
may have learned to carefully pick out one from the other.

 
Not only are there numerous registrations in International Class 009 for WEB, but there are examples of
what the Examining Attorney contends is a “modifier” used with another mark.  Attached are summaries
of U.S. Registration No. 3642023 for THE SOCIAL WEB BROWSER and U.S. Registration No.
4303507 for WEB BROWSER, both in International Class 009.
 
The basic factor in the analysis is whether the relevant purchasing public is likely to be confused
by the use of the Applicant’s mark.   Whereas, herein, there are a number of similar marks for
related goods, that the public is not likely to associate the Applicant’s product bearing the
mark WEB INTELLIGENCE with the Registrant’s mark or the other WEB above.
 
C. Applicant’s and Registrant’s Respective Customers are Sophisticated and Discerning .
 
In further support of registration, Applicant notes that the sophistication of the buyer is an important factor
in the likelihood of confusion analysis.  In Mead Data Central. Inc. v. Toyota Motor Sales USA. Inc., 9
U.S.P.Q. 2d 1442, 1449 (S.D. N.Y.), the Court elaborated on the importance of this factor to the likelihood
of confusion analysis, saying that “typically, sophistication of the buyer is a factor that will weigh against
finding a likelihood of confusion.”  As noted above, Applicant’s customers are sophisticated, informed
purchasers of the military, intelligence, and law enforcement community seeking information that is not
found on the surface web.  Registrant’s customers seek business data in relational databases (see attached
brochure of Registrant’s product).   It is likely that consumers of companies that use relational database
searching would not be involved in unstructured data searching or, if so, would understand the differences
in such services.
 
Given the parties’ respective clientele, it is clear that confusion is not likely because Applicant’s
customers are sophisticated enough to distinguish between Applicant’s mark and Registrant’s mark.  
Further, Applicant’s mark and the cited mark are not likely to be encountered by the same customers
because of the Applicant’s specialty field of trade.  Considering these facts, Applicant submits that
confusion is not likely.
 
The basic factor in the analysis is whether the relevant purchasing public is likely to be confused by the



use of Applicant’s mark.  Due to the sophistication of Applicant’s and Registrant’s customers and the
exclusivity of the goods for which the marks apply, there is no likelihood of confusion.
 
Applicant accordingly submits that the objections should be withdrawn and its mark approved for
publication.  The Examiner is invited to telephone the undersigned if the Examiner believes it would be
useful to advance prosecution.

EVIDENCE
Evidence in the nature of pdf's of the term Web has been attached.
Original PDF file:
evi_207250239110-120501607_._Deep_Web_Whitepaper.pdf
Converted PDF file(s) (11 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Evidence-6
Evidence-7
Evidence-8
Evidence-9
Evidence-10
Evidence-11
Original PDF file:
evi_1-207250239110-120501607_._List_of_WEB_Registrations.pdf
Converted PDF file(s) (5 pages)
Evidence-1
Evidence-2
Evidence-3
Evidence-4
Evidence-5
Original PDF file:
evi_2-207250239110-120501607_._Web_Browser.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2
Original PDF file:
evi_1-207250239110-120501607_._The_Social_Web_Browser.pdf
Converted PDF file(s) (2 pages)
Evidence-1
Evidence-2

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Tye Biasco/     Date: 08/26/2013
Signatory's Name: Tye Biasco
Signatory's Position: Attorney of record, Minnesota bar member
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Signatory's Phone Number: 6123493010

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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